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DETAILED ACTION 

Response to Amendment 

1 . In response to the amendment received on April 5, 201 1 : 

- claims 2-5 are presently pending 

- the rejection of claim 1 under 35 U.S.C. 112, second paragraph, is withdrawn in 
light of the amendments to the claims 

- all prior art rejections are withdrawn in light of the amendments to the claims 

- new grounds of rejection are presented below 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 2-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Specifically, claim 2 requires the protective coating to be formed on a "metal or 
metal alloy valve part" (see line 1 ). However, while it is clear to the Examiner that the 
intended meaning is that the part be formed of a valve metal or valve metal alloy and 
not a "valve part" as explicitly claimed, it would appear that some confusion could arise 
based on the phrasing if one were to apply a more literal interpretation. As a result, the 
claim limitation is unclear since the phrasing lends itself to differing interpretations. 
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Additionally claim 2 contains the limitation requiring the producing of "a working 
voltage between said part and said electrolyte" (see line 4). However, in the invention 
the working voltage is applied between the part acting as the anode and another 
conductive element acting as the cathode (see e.g. Applicant's figure 1 in which the 
voltage is applied between the part, i.e. the anode and the tank acting as the cathode). 
As a result, it is unclear what is exactly meant by the limitation requiring the voltage to 
be applied between the part and the electrolyte as presently claimed. 

Please note, for examination purposes the Examiner will be interpreting the claim 
as requiring the part to be made of a valve metal or valve metal alloy, since the 
Examiner believes this interpretation to be most in keeping with Applicant's intended 
meaning. Additionally, the limitation requiring the producing of a working voltage 
between the part and the electrolyte will be interpreted as the application of a working 
voltage to the part through the electrolyte. 

Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 2, 3 and 5 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
McNeill et al., (U.S. Pat. No. 3,293,158) (hereinafter referred to as "MCNEILL"). 
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Regarding claim 2, MCNEILL teaches a method of producing a heavy protective 
coating on a metal or metal alloy valve part which exhibits high adhesion on the valve 
part by micro-arc oxidation (see generally col. 1 lines 13-18 teaching the method for 
producing a coating on a metal from anodic spark reaction, i.e. micro-arc discharge) the 
method comprising: 

- placing the part in an electrolyte on a current-conducting holder (see col. 2 lines 
26-49 teaching the anode comprising a portion of which is exposed to the 
electrolyte, i.e. the part, and a portion which is covered in an insulating material, 
i.e. the current-conducting holder); 

- producing a working voltage between the part and the electrolyte (see col. 2 lines 
26-49 teaching the voltage being supplied between the anode and the cathode to 
produce a working voltage as claimed); 

- increasing the voltage until a micro-arc discharge is originated on the surface of 
the part (see figure 1 teaching the voltage being raised; see also col. 1 lines 19- 
24 teaching the raising of the voltage such that dielectric breakdown occurs, i.e. 
where sparking or discharging occurs); and 

- wherein the current-conducting holder has a coating selectively formed thereon 
at the air-electrolyte interface (see col. 2 lines 36-38 teaching the covered portion 
of the anode having a TEFLON sleeve covering which is selectively formed and 
acts to cover the anode at the air-electrolyte interface as claimed) and wherein 
the coating comprises an electroinsulating material that prevents current 
reduction to the part as the voltage is increased (see col. 2 lines 36-38 teaching 
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the masking of the anode specifically at the air-electrolyte boundary with a 
TEFLON sleeve, i.e. an electroinsulating material, which would act in the manner 
as claimed). 

Regarding claim 3, MCNEILL teaches the method wherein the valve part is made 
of a metal or metal alloy selected from the group consisting of aluminum, titanium, 
tantalum and alloys thereof (see col. 5 lines 22-25 teaching the process for forming a 
coating on titanium and tantalum; see also col. 6 lines 21-23 also teaching the coating 
formed on aluminum). 

Regarding claim 5, MCNEILL teaches the method wherein the current- 
conducting holder is made form aluminum wire (see col. 2 lines 36-38 teaching the 
covered portion of the anode, i.e. the current-conducting holder, being a cylindrical rod, 
i.e. a wire; see also col. 6 lines 21 -23 teaching the coating formed on anode of 
aluminum). 

4. Claims 2-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Patel et 
al., (U.S. Pat. No. 6,197,178) (hereinafter referred to as "PATEL"). 

Regarding claim 2, PATEL teaches a method for producing a heavy protective 
coating on a metal or metal alloy valve part which exhibits high adhesion on the valve 
part by micro-arc oxidation (see generally col. 3 lines 20-47) the method comprising: 
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- placing the part in an electrolyte on a current-conducting holder (see col. 5 lines 
43-50 teaching the body 14 to be coated placed on electrode 15 and placed in 
electrolyte 4); 

- producing a working voltage between the part and the electrolyte (see col. 5 lines 
60-62 teaching the application of a voltage between the various bodies 14); and 

- increasing the voltage until a micro-arc discharge is originated on the surface of 
the part (see col. 6 line 7-col. 6 line 14 teaching the increasing of the voltage to 
generate discharge on the bodies 14); and 

- wherein the current-conducting holder has a coating selectively formed thereon 
at the air-electrolyte interface (see col. 5 lines 44-46 teaching electrodes 15 
having a coating so as to insulate the exterior surfaces of electrodes 15; see also 
figure 1 below depicting the insulated electrodes 15 as extending through the air- 
electrolyte interface) and wherein the coating comprises an electroinsulating 
material that prevents current reduction to the part as the voltage is increased 
(see col. 5 lines 44-46 teaching the protective coating being an insulating coating 
so as to render the exterior surface electrically inert, i.e. electroinsulating, which 
would act to prevent current reduction as claimed). 
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Regarding claim 3, PATEL teaches the method wherein the valve part is made of 
a metal or metal alloy selected from the group consisting of aluminum, titanium, 
tantalum and alloys thereof (see col. 8 lines 56-58 teaching the method applied to parts 
made of various aluminum alloys). 

Regarding claim 4, PATEL teaches the method wherein the electrolyte comprises 
potassium hydroxide (see col. 7 lines 20-22 teaching the electrolyte comprising 
potassium hydroxide). 
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Response to Arguments 

5. Applicant's arguments with respect to claims 2-5 have been considered but are 
moot in view of the new ground(s) of rejection. 

However, since the same references were used in applying the new grounds of 
rejection, those arguments still applicable will be addressed below. 

Applicant argues: 

"the Teflon sleeves of McNeill et al to not provide a disclosure of a selective 
coating of electroinsulating material at the air-electrolyte interface portion that 
can prevent current reduction to the part as the voltage is increased which 
facilitates the production of a coating with increased thickness." See Remarks at 
pages 4-5. 

The Examiner respectfully disagrees with Applicant's contention that MCNEILL 
fails to teach the selective coating as claimed. 

Specifically, MCNEILL teaches the coating of a portion of the anode rod at the 
air-electrolyte interface with an insulative TEFLON coating (see col. 2 lines 36-38). This 
coating would act in at least some degree to electrically insulate that portion of the 
anode at the air-electrolyte interface. Moreover, this insulating effect would necessarily 
result in the prevention of the current reduction to the part over an uncoated anode to at 
least some degree and so could be said to read on the limitation requiring a material 
that "prevents current reduction to the part" (see claim 2 lines 8-9). 

Therefore, for at least the reasons mentioned the Examiner is of the opinion that 
MCNEILL still reads on the claim as presently drafted. 
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Applicant further argues that PATEL fails to teach the same limitation as 
discussed previously (Remarks at page 5). However, for similar reasons as outlined 
with respect to the teachings of MCNEILL, the Examiner is of the opinion that PATEL 
could still be said to reasonably read on the limitations as presently claimed. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRYAN D. RIPA whose telephone number is (571 )270- 
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7875. The examiner can normally be reached on Monday to Friday, 9:00 AM to 5:00 
PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Harry D Wilkins, III/ 

Primary Examiner, Art Unit 1723 

IB. D. R./ 

Examiner, Art Unit 1723 



